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Responsive to communication^) filed on 09 September 2004 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) H Claim(s) 126-201 is/are pending in the application. 

4a) Of the above claim(s) 177-201 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 126-176 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 
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2. D Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . Applicant's election with traverse of the restriction in the reply filed on 1 0 
September 2004 is acknowledged. The traversal is on the ground(s) of administrative 
efficiency with regards to Group III. This is not found persuasive because this not 
considered a basis for traversing and it is unclear why there would be any administrative 
efficiency. Applicant's arguments regarding Group II are considered sufficient to 
examine this set of claims with Group I. The requirement is still deemed proper and is 
therefore made FINAL. 

2. Claim 1 26, 1 27, 1 28, 1 29, 1 30, 1 31 , 1 33, 1 36 is rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1,10 
of U.S. Patent No. 5,932,1 19. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because claim 1 has a marking system (a pulse 
laser energy source), an alignment system (a workpiece mounting system and means 
for directing the laser energy onto a desired portion), a processor, and a mapping 
system (an imaging system). Regarding claim 127, claim 10 of U.S. Patent No. 
5,932,1 19 discloses a diamond. 

3. Claim 1 32 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 5,932,1 19 in 
view of Gresser et al.. Gresser et al. teaches using overlap markings (see figure 3 of 
Gresser et al.). It would have been obvious to adapt claim 1 of U.S. Patent No. 
5,932,1 19 in view of Gresser et al. to provide this to create larger markings than the size 
of the spot diameter of the laser beam. 
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4. Claims 1 37 and 1 38 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 5,932,1 19 in view of Rossenwasser et al. in U.S. Patent No. 5,753,887. 
Rossenwasser et al. teaches marking a serial number or a decoration (see column 

2, lines 25-40) on a gemstone. It would have been obvious to adapt claim 1 of U.S. 
Patent No. 5,932,1 19 in view of Rossenwasser et al. to provide this for security or 
decoration purposes. 

5. Claims 134,135,154-159,161-164,167,168 and 173 are rejected under 35 U.S.C. 
112, first paragraph, as failing to comply with the enablement requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. Regarding claims 134,135, there is no 
disclosure in the instant application of mapping an internal feature. Regarding claims 
154-159, there is no disclosure in the instant application of "the base having support 
surfaces for mounting thereon said diamond mapping apparatus". Regarding claims 
161-164, 167,168,173, while the instant application broadly discloses mapping the 
girdle of the diamond (e.g. see page 40, lines 5-7 of the instant specification), there is 
no specific disclosure of generating a pattern by using the mapping system, or indeed a 
"sawing line" pattern, or of the user introducing the pattern into the mapping system. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 



(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

7. Claims 150,151, 152, 153,160, are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gresser et al. in U.S. Patent No. 4,392,476. Regarding claim 150, the 
preamble limitation "for a 3D diamond mapping apparatus capable of generating a map 
of a diamond whose surface is to be marked with a predetermined pattern and of 
determining a succession of marking points representing said pattern" is not found in 
the main body of the claims and is not necessary to breath life and meaning into the 
claims. Accordingly, it is considered to be merely a statement of intended use and does 
not make this claim patentable over the Gresser et al. reference. Gresser et al. 
discloses a laser source (element 21 ) with focusing optics (element 66), a marking 
position establishing system (see table system 7 and elements 61,63,69,70), and 
computer means (element 85) to manipulate said marking position establishing to bring 
the laser beam and the diamond into said marking position successively. Regarding 
claim 151, Gresser et al. discloses a diamond orientation means (element 7) and a 
beam orientation means (elements 61 ,63,69,70; see figure 1 ). Regarding claim 1 52, 
see column 2,lines 63-68 and element 73 (which is a turntable; see column 3,lines 10- 
12). Regarding claim 153, by deflecting the beam along the X-axis (see elements 61,69) 
the optical path length is adjusted and deflecting the beam along the Z-axis (see 
elements 63,69) it moves the optical path along the central axis. Regarding claim 160, 
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the computer adjusts the position of the diamond when the point is not in the cross hairs 
of the microscope (see column 5, lines 22-37). 

8. The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

9. Claims 139-149,165,169,170,171,175,176 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Rossenwasser et al. in U.S. Patent No. 5,753,887. 
Rossenwasser et al. discloses a method of laser marking a gemstone surface with a 
laser light absorptive coating of ink or dye (see column 3, line 65 to column 4, line 4), and 
forming a permanent mark (engraving) into the surface of the gemstone. Regarding 
claim 142, Rossenwasser et al. discloses that the gemstone can be a diamond (see 
column 5, line 19). Regarding claims 144-147, Rossenwasser et al. discloses using the 
laser beam to engrave a serial number (see column 2, lines 36-40). Since the coating is 
more absorptive than the diamond, it allows a lower energy to be used to engrave the 
diamond. 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

/ 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made 
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1 1 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

12. Claims 165,166,171,172 and 174 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gresser et al. in U.S. Patent No. 4,392,476 in view of Rossenwasser 
et al. in U.S. Patent No. 5,753,887. Gresser et al. discloses a method of laser marking a 
diamond surface by having the laser beam move to successive points on the surface in 
accordance with a predetermined pattern (e.g. see figure 3). Gresser et al. also 
discloses the user entering the pattern (indicia; see column 3, lines 35-42). Gresser et 
al. does not disclose coating the diamond surface with a material that is capable of 
interacting with a laser beam. Rossenwaser et al. teaches using a light absorptive 
coating to prevent internal damage to the diamond. It would have been obvious to 
adapt Gresser et al. in view of Rossenwaser et al. to provide this to prevent internal 
damage to the diamond and so that a less powerful laser beam can be used to engrave 
the diamond. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geoffrey S Evans whose telephone number is (571)- 
272-1 174. The examiner can normally be reached on Mon-Fri 6:30AM to 4:00 PM, 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on (571 J-272-1 1 71 . The fax phone number for 
the organization where this application or proceeding is assigned, isJ703)-872-9306. 

Primary Examiner 
Group 1700 

JACQUELINE M. STONE 
DIRECTOR 
TECHNOLOGY CENTER 1700 



